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Response to Arguments 

1 . Applicant's arguments filed December 15 th , 2008 have been fully considered but 
they are not persuasive. 

While applicant has generally incorporated by reference application 09/571,422, 
applicant does not specify the context for incorporating the aforementioned 
application that would convey how the how the incorporated reference relates to or 
is tied to the disclosed invention and therefore was not in possession of 
embodiments combining features of the instant application with features of the '422 
application. 

Furthermore, ambiguity regarding inventorship of claims 21-27 remains 
outstanding. All the claimed limitations for claims 21 -27 are anticipated by Rhoads 
et al. patent. It is additionally noted that applicant is not one of the listed inventors in 
the Rhoads et al. patent. As the claimed subject matter is entirely directed to the 
contents disclosed in the Rhoads et al. patent, it appears that Rhoads et al. remain 
the inventors for the claimed invention, i.e. applicant does not appear to be the 
inventor of the invention recited in the claims. Furthermore, since the Rhoads patent 
is not a parent of the instant application, Rhoads additionally qualifies as prior art 
under 35 USC 102(e). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 



The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 21-27 rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Applicant remarked in correspondence filed August 13, 2008 that, "there is no 
showing that the '571 patent teaches each element of the rejected claims. (For 
example the '571 patent is silent on software instructions causing a process to 
establish a layered stack of protocols, etc.)". While applicant has generally 
incorporated by reference application 09/571,422 (now US Pat. 6,947,571), 
applicant does not specify the context for incorporating the aforementioned 
application that would convey how the how the incorporated reference relates to or 
is tied to the disclosed invention. As such, applicant was not in possession of 
embodiments combining features of the instant application with features of the '422 
application. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 

5. Claims 21-27 rejected under 35 U.S.C. 102(e) as being anticipated by Rhoads et al. 
(US Pat. 6,947,571). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior 
art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1 .132 that any invention disclosed but 
not claimed in the reference was derived from the inventor of this application and is 
thus not the invention "by another," or by an appropriate showing under 37 CFR 
1.131. 

With respect to claim 21 , Rhoads discloses a handheld cell phone having a 
processor (col. 45, lines 30-31), memory (col. 46, lines 63-64), a wireless interface (it 
is noted that a cell phone has a wireless interface), one or more input devices 
including a 2D image sensor (col. 45 lines 29-30), and one or more output devices 
including a display screen (col. 45, lines 37-43), the handheld cell phone operative to 
make phone calls (col. 46, line 57), send email (col. 46, lines 37-38), and display 
received video data (col. 46, lines 52-53), the handheld cell phone characterized by 
a watermark decoder (col. 45, lines 29-32, wherein Bedoop data is digitally 
watermarked in objects) operative to decode plural-bit watermark data 
steganographically embedded "in band" within content data received (objects maybe 
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electronic objects such as video, col. 49, lines 24-27, col. 48, lines 32-36) using the 
wireless interface (incoming video content data is received using wireless interface, 
col. 46, line 53) and processed by said handheld cell phone (col. 45, lines 30-35) the 
handheld cell phone further comprising software instructions in said memory (col. 
45, lines 33-35) causing said processor to establish a layered stack of protocols and 
a software interface (API) through which a request to invoke watermark decoding 
functionality can be passed down from a higher layer to said watermark decoder 
(col. 45, lines 34-35, decoding effected by hardware by an executing software, 
therefore software, i.e. higher layer, invokes hardware decoder), and through which 
results of watermark decoding can be returned up to said higher layer col. 49, lines 
66-col. 50, line 4), the software interface serving to mask or hide implementation 
details of said watermark decoder from said higher layer (higher layers mask or hide 
implementation details of lower layers), wherein said higher layer is operative to 
employ said decoded watermark data in connection with an application selected by a 
user (col. 45, lines 52-55, lines 65-67 and col. 46, lines 1-6). 

With regards to claim 22, Rhoads further discloses wherein said higher layer 
is operative to render content to a user, the rendered content including the digital 
content from which the watermark was decoded (col. 46, lines 52-53), and auxiliary 
content obtained by reference to said decoded watermark data (col. 45 lines 49-55, 
lines 65-67). 

With regards to claim 23, Rhoads further discloses wherein the handheld cell 
phone with which the watermark decoder is operative to decode watermark data 
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from image data captured from the 2D image sensor (col. 45, lines 28-32, col. 46, 
lines 46-48 and col. 49, lines 24-27). 

With regards to claim 24, Rhoads further discloses, wherein the watermark 
decoder is operative to decode watermark data from audio data (col. 49, lines 52- 
26). 

With regards to claim 25, Rhoads further discloses the watermark decoder is 
operative to decode watermark data from received video data (col. 49, lines 52-26). 

With regards to claim 25, Rhoads further discloses wherein said application 
comprises an email application (certain Bedoop data may invoke application for 
emails, col. 12, lines 44-49, lines 52-53, col. 31, lines 27-29, lines 43-44). 

With regards to claim 27, Rhoads further discloses wherein said application 
comprises a phone application (col. 45, lines 56-58). 

6. Claims 21-27 are rejected under 35 U.S.C. 102(f) because the applicant did not 
invent the claimed subject matter. 

As discussed in the 102(e) rejection above, all the claimed limitations are 
anticipated by Rhoads et al. patent. It is additionally noted that applicant is not one 
of the listed inventors in the Rhoads et al. patent. As the claimed subject matter is 
entirely directed to the contents disclosed in the Rhoads et al. patent, it appears that 
Rhoads et al. remain the inventors for the claimed invention, i.e. applicant does not 
appear to be the inventor of the invention recited in the claims. As such ambiguity 
regarding inventorship of claims 21-27 remains outstanding. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to USHA RAMAN whose telephone number is (571)272- 
7380. The examiner can normally be reached on Mon-Fri: 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Kelley can be reached on (571) 272-7331 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher Kelley/ 
Supervisory Patent Examiner, Art 
Unit 2424 

/Usha Raman/ 



